THIS DISPOSITION IS NOT
CITABLE AS PRECEDENT

OF THE TTAB

Mai l ed: 7/3/02
Paper No. 11
HRW

UNI TED STATES PATENT AND TRADEMARK OFFI CE

Trademark Trial and Appeal Board

In re Plan-A-Day Enterprises, Ltd.

Serial No. 75/807, 556

Nat hani el D. Kramer of Cobrin & Gttes for Pl an-A- Day
Enterprises, Ltd.

Ronal d McMorrow, Trademark Exam ning Attorney, Law Ofice
105 (Thomas G Howel |, Managi ng Attorney).
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Opi ni on by Wendel, Adm nistrative Trademark Judge:

Pl an- A-Day Enterprises, Ltd. has filed an application
to register the mark THE DAILY PLANNER and design, in the
format shown below, for “mail order catal og services
featuring stationery and related gift itens, especially
desk accessories, globes, atlases, travel clocks and
ti mepi eces; conputerized on-line retail services featuring

stationery and related gift itens, especially desk
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accessories, globes, atlases, travel clocks and

ti mepi eces.”?!

Regi stration has been finally refused on the basis of
applicant’s failure to conply with the requirenent that a
di sclainer be filed of the words THE DAILY PLANNER apart
fromthe mark as shown. Section 6(a) of the Trademark Act;
TMEP Sections 1213 and 1213.02(a). Although applicant
anmended the application to one seeking registration under
the provisions of Section 2(f) with respect to the words
THE DAILY PLANNER, the claimof acquired distinctiveness
was deened insufficient to overcone the requirenment on the
basis that the wording is generic and nust be disclai ned.
TMEP Section 1213.02(b).

Applicant and the Exam ning Attorney have filed briefs
but an oral hearing was not requested.

The Exam ning Attorney namintains that since THE DAILY

PLANNER i s a common descriptive nane for a centra

! Serial No. 75/807,556, filed Septenber 24, 1999, claiming first
use and first use in commerce of the mark in a different formin
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characteristic of applicant’s services, the words nust be
di scl ai med as bei ng generic when used in connection with
applicant’s services. In making this requirenent, the
Exam ning Attorney relies upon the principle set forth by
the Board in In re Bonni Keller Collections Ltd., 6 USPQd
1224, 1227 (TTAB 1987), with the citation of several other
cases in support thereof, that “a termthat is a comon
descriptive nane for a central characteristic of a service
i's incapabl e of distinguishing the service fromlike
services of others.”

As evidence of the generic nature of the term*®“daily
pl anner” when used to designate a particular type of
stationery item the Exam ning Attorney has made of record
five registrations in which the “daily planner” is included
as one of the itens in the identification of goods, a
sanpling of advertisenents taken fromthe Internet in which
“daily planners” are included as specific goods being
of fered for sale, and nunmerous excerpts retrieved fromthe
Nexi s database using the term*®“daily planner” in a generic
manner. As representative of the latter, we note the

fol | ow ng:

Thomas Nel son G fts introduced updated daily planners

1990 and first use and first use in conmmerce of the mark in the
current formin April 1999.
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in eight different styles. G fts & Decorati ve
Accessories (Decenber 1, 1999);

and their fellow students each received a daily

pl anner as a gift. It looks |like a spiral notebook,
but it has many added features, such as a cal endar for
witing... Newsday (Septenber 25, 1995);

An organi zer notebook or daily planner. News & Record
(Greensboro, NC) (April 24, 1995);

Cal endars and Daily Planners: Silver Creek Press

consistently prints sone of the prettiest cal endars

and daily planners for sportsnen. The Dal | as Morni ng

News (December 5, 1993); and

My first step was to call all of the major departnent

and stationery stores to ask if they carried a daily

pl anner targeted for kids. Portland Skanner (Cctober

6, 1993).

As evidence that applicant deals in goods of this
nature, the Exam ning Attorney points to applicant’s
speci mens whi ch show various types of “organizers” as
featured itens for sale in connection wth its mail order
or on-line retail services. The Exam ning Attorney
concludes that the sale of daily planners is a central
feature of applicant’s recited services and thus
applicant’s mark cannot be registered wthout a disclainer
of the generic wording THE DAI LY PLANNER

Applicant contends that the Exam ning Attorney has
failed to offer any evidence that THE DAILY PLANNER i s

generic for applicant’s services. |Instead, applicant

argues, all of the evidence is directed to the question of
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whether the term*“daily planner” is generic for a type of
goods, nanely, organizers. Applicant insists that although
a termmay be generic for a type of goods sold by a
retailer, it cannot sinply be concluded, w thout further
evidence, that the termis also generic for retail sale
services featuring those goods. Applicant argues, there is
no show ng that “daily planner” is a commonly used generic
termfor a store featuring the sale of organi zers.

Applicant clains that Bonni Keller case relied upon by
t he Exam ni ng Attorney does not support the broad
application of the principle that a termwhich is generic
for a type of goods is also generic for retail store
services featuring those goods. Applicant notes that in
t he Bonni Keller case the mark was LA LINGERI E and there
was evi dence of record that retail stores selling lingerie
were called “lingerie” shops or stores. 6 USPQ2d at 1226.
Here, applicant notes, there is no evidence that “daily
pl anner” is a commonly used termfor a type of store and
thus the Bonni Keller case is not applicable.

Applicant further argues that the controlling decision
inthis case is Inre Seats, 757 F.2d 274, 225 USPQ 364
(Fed. Cir. 1985) in which, according to applicant, the
Court found a showi ng of genericness of the term SEATS in

relation to chairs or bleachers insufficient to show that
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it was also generic for the service of selling seats at
various events. Applicant insists the sanme is true here;
t hat whet her or not DAILY PLANNER rmay be generic for
particul ar goods, there is no show ng or evidence that it
is equally generic for the recited retail services.

Finally, applicant points to several third-party
registrations in which the Ofice has registered a mark for
services, w thout any disclainer, despite the fact that the
mark is generic for a type of goods typically sold by the
retailer. These registrations include marks such as
LETTUCE, THE RI PE TOVATO, and BLUE ONI ON for restaurant
services, THE BUCKLE for clothing store services, and
STAPLES for office supply store services.

As a general principle a termwhich is a generic nane
for a central characteristic of a service is incapable of
di stinguishing the services fromlike services of others.
See In re Bonni Keller Collections Ltd., supra (LA LINGER E
hel d i ncapabl e of distinguishing applicant’s retail store
services in the field of lingerie); In re Wckerware, Inc.,
227 USPQ 970 (TTAB 1985) (W CKERWARE hel d i ncapabl e of
functioning as a service mark to identify applicant’s mail
order and distributorship services in the field of w cker
furniture and accessories); Inre Half Price Books,

Records, Magazines, Inc., 225 USPQ 219 (TTAB 1984) (HALF
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PRI CE BOOKS RECORDS MAGAZI NES hel d i ncapabl e of designating
origin).

From the evidence of record, we find that the term
“daily planner” is a generic nane for a type of stationery
item There is no real controversy on the applicability of
the termto a type of goods. Nor does there appear to be
any argunent on applicant’s part that the term“daily
pl anner” is not used interchangeably with “organizer.”
Furthernore, fromthe specinens of record we find that
applicant touts as a special feature of its mail order and
on-line retail services its full line of persona
organi zers fromthe FILOFAX line, ranging frommni or
pocket organizers to desk diaries. While pointing out that
applicant also carries a wi de selection of other itens,
such as pens, desk accessories and | eather bags, the
enphasis in the catalog as well as in the photographs on
the cover is obviously on organi zers, otherw se known as
“daily planners.”

As such, we find the evidence sufficient to
denonstrate that the sale of daily planners is a basic
feature of applicant’s nmail order and on-line retail
services. O to put it in the words previously used by the
Board, the term DAILY PLANNER, as used by applicant in

connection with its services, is a generic nane for a
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central characteristic of applicant’s retail services.
Applicant sells daily planners as its main product; its
retail services focus on the sale of daily planners.

Wi | e applicant argues that there is no evidence that
“daily planner” is a commonly used termfor a store
featuring the sale of organizers, we do not find specific
evi dence of the prior use of the termin a generic manner
for stores of this type necessary. It is true that in the
Bonni Keller case, there was actual evidence of the use of
the term*“lingerie” in connection with the stores selling
t hese goods, as well as the goods per se. But the sane did
not hold true in the Wckerware case. There the evidence
was of use of the term“w ckerware” generically wth
respect to products made of wi cker; fromthis evidence the
Board concluded that “the term*®w ckerware’ is as incapable
of distinguishing the services of selling wicker as it is
for the products thenselves.” 227 USPQ at 971. The Board
went on to state:

That the evidence which the Exam ning Attorney

i ntroduced does not specifically denonstrate use

in connection with services does not dissuade us

fromour conclusion as it is obvious that the only

concei vabl e significance of the termin relation to
the service of retail selling is to inform prospective
custoners that the services involve the sale of

wi ckerwar e.

ld. at 971.
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The critical issue in determ ning genericness of a
term under any circunstances is whether nenbers of the
relevant public would primarily use or understand the
desi gnati on sought to be registered to refer to the genus
or category of goods or services in question. See H
Marvin G nn Corp. v. International Association of Fire
Chiefs, Inc., 782 F.2d 987, 228 USPQ 528 (Fed. G r. 1986).
In making this determnation in this case, we nust foll ow
the two-step inquiry set forth in Marvin G nn and
reaffirmed by the Court in In re American Fertility

Society, 188 F.3d 1341, 51 USPQd 1832 (Fed. Gir. 1999),

nanel y;
(1) What is the genus or category of services at
i ssue?, and
(2) Is the designation sought to be registered

understood by the relevant public primrily
to refer to that genus or category of
servi ces.

Here the category of services is mail order or on-line
retail sale services featuring as the main products various
types of daily planners. Thus, we can only concl ude that
THE DAI LY PLANNER, when used in connection with sales of
this nature, would be understood by the rel evant purchasing

public as referring to retail services in which products of

this type were the featured itens.
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Al t hough applicant attenpts to draw an anal ogy here to
In re Seats, Inc., supra, the Court clearly drew a
di stinction between the generic use of the term“seats” for
chairs or couches or bleachers and the non-generic use of
the termin connection with reservation services, as
opposed to the selling of seats per se, “as would for
exanple a furniture nmerchant.” 225 USPQ at 368. No such
di stinction can be made here; applicant is selling the very
product that the term THE DAILY PLANNER nanes.

Finally, we can give little weight to the third-party
regi strations which applicant has submtted in which,
al though a certain type of product sold by the retailer is
named in the mark, no disclainmer was required. It is

readi |y apparent that itens such as “lettuce,” when used in
connection with restaurant services, or “buckles,” when
used in connection with clothing store services, do not
nanme a central characteristic or basic feature of the
services involved. By conparison, the Exam ning Attorney
has introduced several third-party registrations in which
the itemnanmed in the mark is a basic feature of the retai
services involved, such as “shoes” or “clothing,” and in

t hese instances, disclainers have been required.

Accordingly, we find the wording THE DAILY PLANNER as

used in applicant’s conposite mark to be generic, when used

10
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in connection with applicant’s recited services, and thus
the requirenment for a disclainmer thereof is proper.
Pursuant to Trademark Rule 2.142(g), this decision will be
set aside and applicant’s mark will be published for
opposition if applicant, no later than thirty days fromthe
mai | i ng date hereof, submits a disclainmer of THE DAILY
PLANNER apart fromthe mark as a whol e.

Decision: The requirenent for a disclainmer is

af firned.
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